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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even tf timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 
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1 )I3 Responsive to communicatjon(s) filed on 25 November 2003 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 
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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude*' granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct fi-om the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.32 1(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a resuh of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiiUy comply with 37 CFR 
3.73(b). 



2. Claims 1-3, 5-10 and 12-19 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-12 of U.S. Patent No. 6,683,600 Bl. 
Although the conflicting claims are not identical, they are not patentably distinct fi-om each other 
because independent claims 1,10 and 17 of the pending application are in effect broadened 
versions of the independent claims 1, 5 and 9 of the Patent, and hence would be easily derived 
firom the Patent claims by deleting some subject matter. The comparison of the independent 
claims is shown in the following table, whereby the similar subject matter in claims is 



emphasized in bold: 
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L A method of providing an adaptive pen 
mode selection within a pen input based 
computing system having one or more user 
selected operating modes including an ink 
pen input mode, a text input mode, and a data 
item selection mode, the method comprising: 
detecting a pen stroke having a location 
within a window on a display of the 
computing system, the pen stroke possesses 
properties including the location including a 
starting location, and ending location, a 
direction, and one or more segments of 
constant slope; determining a location of all 
existing data items displayed within the 
window containing the location of the pen 
press, the existing data items possess 
properties including a data type, a position, a 
size, and a selection location, and a 
persistence age; if the computer is operating 
in the data item selection mode, selecting all 
data items having location that corresponds to 
the location of the pen stroke; if the computer 
is not operating in the data item selection 
mode, perform the following: determining 
whether the user desired to select all data 
items having location that corresponds to the 
location of the pen stroke using one or more 
of the properties associated with the pen 
stroke and the existing data items; and 
selecting all data items determined to be 
intended to be selected by the pen stroke. 



Patent 



L A method of providing an adaptive pen 
mode selection within a pen input based 
computing system having one or more user 
selected operating modes including an ink 
pen input mode, a text input mode, and a data 
item selection mode, the method comprising: 
detecting a pen stroke having a location 
within a window on a display of the 
computing system, the pen stroke possesses 
properties including the location including a 
starting location, and ending location, a 
direction, and one or more segments of 
constant slope; determining a location of all 
existing data items displayed within the 
window containing the location of the pen 
press, the existing data items possess 
properties including a data type, a position, a 
size, and a selection location, and a 
persistence age; if the computer is operating 
in the data item selection mode, selecting all 
data items having location that corresponds to 
the location of the pen stroke; if the computer 
is not operating in the data item selection 
mode, perform the following: determining 
whether the user desired to select all data 
items having location that corresponds to the 
location of the pen stroke using the direction 
property of the pen stroke and the persistence 
age of the existing data items; and selecting 
all data items determined to be intended to be 
selected by the pen stroke; wherein 



the selection location for the data item 
comprises a selection location, a selection size, 
and a selection direction; a pen stroke is 
within the selection location when the pen 
stroke location corresponds to a location 
within the area defined by the selection 
location, the selection size, and the selection 
direction; and the selecting all data items 
determined to be intended to be selected by the 
pen stroke further comprises: determining if 
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10. A computer program product readable by 
a computing system and encoding a set of 
computer instructions for providing an 
adaptive pen mode selection within a pen 
input based computing system having one or 
more user selected operating mode including 
an ink pen input mode, a text input mode, and 
a data item selection mode, comprising: 
detecting a pen stroke having a location 
within a window on a display of the 
computing system, the pen stroke possesses 
properties including the location including a 
starting location, and ending location, a 
direction, and one or more segments of 
constant slope; determining a location of all 
existing data items displayed within the 
window containing the location of the pen 
press, the existing data items possess 
properties including a data type, a position, a 
size, and a selection location, and a 
persistence age; if the computer is operating 
in the data item selection mode, selecting all 
data items having location that corresponds to 
the location of the pen stroke; if the computer 
is not operating in the data item selection 
mode, perform the following: determining 
whether the user desired to select all data 
items having location that corresponds to the 
location of the pen stroke using the direction 
property of the pen stroke and the persistence 
age of the existing data items; and selecting 
all data items determined to be intended to be 
selected by the pen stroke; wherein the pen 



direction of the pen stroke is in a selection 
direction; determining if the location of the pen 
stroke is within the selection location of all 
data items; determining if the persistent age of 
all data items is greater than a predetermined 
period; and if direction of the pen stroke is in a 
selection direction, selecting all data items 
having the pen stroke within the selection 
location and the persistent age is greater than 
the predetermined period. 

5. A computer program product readable by a 
computing system and encoding a set of 
computer instructions for providing an 
adaptive pen mode selection within a pen 
input based computing system having one or 
more user selected operating mode including 
an ink pen input mode, a text input mode, and 
a data item selection mode, comprising: 
detecting a pen stroke having a location 
within a window on a display of the 
computing system, the pen stroke possesses 
properties including the location including a 
starting location, and ending location, a 
direction, and one or more segments of 
constant slope; determining a location of all 
existing data items displayed within the 
window containing the location of the pen 
press, the existing data items possess 
properties including a data type, a position, a 
size, and a selection location, and a 
persistence age; if the computer is operating 
in the data item selection mode, selecting all 
data items having location that corresponds to 
the location of the pen stroke; if the computer 
is not operating in the data item selection 
mode, perform the following: determining 
whether the user desired to select all data 
items having location that corresponds to the 
location of the pen stroke using the direction 
property of the pen stroke and the persistence 
age of the existing data items; and selecting 
all data items determined to be intended to be 
selected by the pen stroke; wherein the pen 



J 
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stroke possesses properties including the 
location including a starting location, and 
ending location, a direction, and one or more 
segments of constant slope; the properties of 
the pen stroke are used in determining 
whether the user intends to select all data 
items having location that corresponds to the 
location of the pen stroke; the existing data 
items possess properties including a data type, 
a position, a size, and a selection location, 
and a persistence age; and the properties of 
the existing data items are used in 
determining whether the user intends to select 
all data items having location that 
corresponds to the location of the pen stroke. 



17. A pen input based computing system 
having adaptive pen mode selection within 
one or more user selected operating mode 
including an ink pen input mode, a text input 
mode, and a data item selection mode, the 
computing system comprising: a 
programmable processor; a user display 



stroke possesses properties including the 
location including a starting location, and 
ending location, a direction, and one or more 
segments of constant slope; the properties of 
the pen stroke are used in determining 
whether the user intends to select all data 
items having location that corresponds to the 
location of the pen stroke; the existing data 
items possess properties including a data type, 
a position, a size, and a selection location, 
and a persistence age; the properties of the 
existing data items are used in determining 
whether the user intends to select all data 
items having location that corresponds to the 
location of the pen stroke; 

the selection location for the data item 
comprises a selection location, a selection size, 
and a selection direction; a pen stroke is 
within the selection location when the pen 
stroke location corresponds to a location 
within the area defined by the selection 
location, the selection size, and the selection 
direction: and the selecting all data items 
determined to be intended to be selected by the 
pen stroke further comprises: determining if 
direction of the pen stroke is in a selection 
direction: determining if the location of the pen 
stroke is within the selection location of all 
data items: determining if the persistent age of 
all data items is greater than a predetermined 
period: and if direction of the pen stroke is in a 
selection direction, selecting all data items 
having the pen stroke within the selection 
location and the persistent age is greater than 
the predetermined period. 

9. A pen input based computing system 
having adaptive pen mode selection within 
one or more user selected operating mode 
including an ink pen input mode, a text input 
mode, and a data item selection mode, the 
computing system comprising: a 
programmable processor; a user display 
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configured to generate pen strokes 
corresponding to user created pen movements 
across the display; one or more data items 
having properties including a data type, a 
position, a size, and a selection location, and 
a persistence age; an user interface module 
for capturing user generated pen strokes; and 
a data item input module for determining 
whether data items are to selected by a pen 
stroke; wherein the pen stroke possesses 
properties including the location including a 
starting location, and ending location, a 
direction, and one or more segments of 
constant slope; and the data item input 
module determines whether the user intends 
to select all data items having location that 
corresponds to the location of the pen stroke 
using the direction property of the pen stroke 
and the persistence age of the existing data 
items and selects all data items determined to 
be intended to be selected by the pen stroke. 



configured to generate pen strokes 
corresponding to user created pen movements 
across the display; one or more data items 
having properties including a data type, a 
position, a size, and a selection location, and 
a persistence age; an user interface module 
for capturing user generated pen strokes; and 
a data item input module for determining 
whether data items are to selected by a pen 
stroke; wherein the pen stroke possesses 
properties including the location including a 
starting location, and ending location, a 
direction, and one or more segments of 
constant slope; and the data item input 
module determines whether the user intends 
to select all data items having location that 
corresponds to the location of the pen stroke 
using the direction property of the pen stroke 
and the persistence age of the existing data 
items and selects all data items determined to 
be intended to be selected by the pen stroke; 

the properties of the pen stroke are used in 
determining whether the user intends to select 
all data items having location that corresponds 
to the location of the pen stroke; the properties 
of the existing data items are also used when 
the data item input module determines whether 
the user intends to select all data items having 
location that corresponds to the location of the 
pen stroke; the selection location for the data 
item comprises a selection location, a selection 
size, and a selection direction; a pen stroke is 
within the selection location when the pen 
stroke location corresponds to a location 
within the area defined by the selection 
location, the selection size, and the selection 
direction; and the data item input module 
selects all data items determined to be intended 
to be selected by performing the following: 
determining if direction of the pen stroke is in 
a selection direction; determining if the 
location of the pen stroke is within the 
selection location of all data items; 
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determining if the persistent age of all data 
items is greater than a predetermined period; 
and if direction of the pen stroke is in a 
selection direction, selecting all data items 
having the pen stroke within the selection 
location and the persistent age is greater than 
the predetermined period. 

Moreover, the subject matter of dependent claims 2-3, 5-9, 12-16, 18 and 19 of the pending 

application is similar to that of dependent claims 2-4, 6-8 and 10-12 of the Patent. As it was 

pointed earlier, a timely filed terminal disclaimer in compliance with 37 CFR 1.32 1(c) or 

1.321(d) may be used to overcome an actual or provisional rejection based on a nonstatutory 

double patenting ground provided the conflicting application or patent either is shown to be 

commonly owned with this application, or claims an invention made as a result of activities 

undertaken within the scope of a joint research agreement. 

Allowable Subject Matter 

3. Claims 1-25, pursuant for a terminal disclaimer, are conditionally allowed. 

4. The following is a statement of reasons for the indication of allowable subject matter: 
none of the prior art has been found that suggested a combination with or a modification of the 
prior art pertinent to the invention and cited below so as to arrive to the combination of the 
limitations of the independent claims 1, 10 and 17, namely, none of the prior art teach or suggest 
a pen input based computing system, and associated with it method and computer program, 
having adaptive pen mode selection within one or more user selected operating mode including 
an ink pen input mode, a text input mode, and a data item selection mode, the computing system 
comprising: a programmable processor; a user display configured to generate pen strokes 
corresponding to user created pen movements across the display; one or more data items having 
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properties including a data type, a position, a size, and a selection location, and a persistence age; 
an user interface module for capturing user generated pen strokes; and a data item input module 
for determining whether data items are to selected by a pen stroke; wherein the pen stroke 
possesses properties including the location including a starting location, and ending location, a 
direction, and one or more segments of constant slope; and the data item input module 
determines whether the user intends to select all data items having location that corresponds to 
the location of the pen stroke using the direction property of the pen stroke and the persistence 
age of the existing data items and selects all data items determined to be intended to be selected 
by the pen stroke. 

5. The following is the prior art, which is considered to be pertinent to the invention by 
mode of showing the state of the art and not contesting a patentability: 

Mizobuchi et al., US 2004/0119763 Al, discloses a pen selection method in a pen-based 
user interface (PBUI), wherein a number of object can be selected by encircling them with a pen, 
but does not disclose selection modes and usage of properties of a stroke and objects as claimed. 

Conclusion 

Any inquiry concerning this conununication or earlier communications from the 
examiner should be directed to Alexander Eisen whose telephone nvimber is (571) 272-7687. 
The examiner can normally be reached on M-F (9:00-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard A. Hjerpe can be reached on (571) 272-7691 . The fax phone number for the 
organization where this apphcation or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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